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DETAILED A CTION 

1 . Applicant's election without traverse of Group II (claims 5-19) in the reply filed on March 19, 
2009 is acknowledged. With regard to the election of one SEQ ID No. for examination, 
Applicants' arguments are fully considered and found unpersuasive. Applicants argue that the 
individual sequences cannot constitute independent and distinct inventions. The arguments are 
found unpersuasive because as discussed in the previous office action, the oligonucleotide 
comprise different base sequences and constitute patentably distinct structures or variants of a 
gene. These variants result in patentably distinct sequences with different structures. These 
sequences are thus deemed to normally constitute independent and distinct inventions within the 
meaning of 35 U.S.C. 121. Absent evidence to the contrary, each such nucleotide sequences are 
presumed to represent an independent and distinct invention, subject to restriction requirement 
pursuant to 35 USC 121 and 37 CFR 1.141. By statute, "[i]f two or more independent and 
distinct inventions are claimed in one application, the Commissioner may require the application 
to be restricted to one of the inventions." 35 U.S.C. 121 . Pursuant to this statute, the rules 
provide that "[i]f two or more independent and distinct inventions are claimed in a single 
application, the examiner in his action shall require the applicant... to elect that invention to 
which his claim shall be restricted." 37 CFR 1.142 (a). See also 37 CFR 1.141(a). Hence each 
sequence would constitute a distinct inventive entity and the restriction requirement for election 
of one SEQ ID No. is still deemed proper. 
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Status 

2. Claims 5-16 along with SEQ ID NO. 1 are considered for examination. Claims 1-2, 4, 17-19 
and 26-41 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as being drawn 
to a nonelected Group and non-elected SEQ ID NOs. 

Priority 

3. This application filed on September 11, 2006 is a 371 of PCT/CN04/00434 filed on April 30, 
2004 claims foreign priority UNITED KINGDOM 0310181 filed on May 02, 2003. 

Information Disclosure Statement 

4. The Information Disclosure Statement filed on February 14, 2006 has been considered and 
acknowledged. 

Objection to the Specification 

5. The Specification is objected because of the following informalities: 

(i) The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code (see at least page 29, line 22). Applicant is required to delete 
the embedded hyperlink and/or other form of browser-executable code. See MPEP § 608.01. 

Appropriate correction is required. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 
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(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for 
patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for 
purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

A. Claims 5, 6, 8 are rejected under 35 U.S.C. 102(e) as being anticipated by Dean et al 
(US 6,617,137). 

Dean et al. teach a method of claim 5, for nucleic acid detection comprising the steps of 
nucleic acid isolation followed by nucleic acid amplification and subsequently real time PCR 
(see col. col. 37, line 10-50, col. 38, line 7-24, col. 45, line 5-55). 

With regard to claim 6, Dean et al. teach that the nucleic acid amplification comprises 
PCR (see col. 37, line 22-50, col. 45, line 17-34). 

With regard to claim 8, Dean et al. teach that said nucleic acid is DNA (see col. 37, line 
10-25, col. 45, line 5-21). 

B. Claims 5-6, 8-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Peiris et 
al (US 7,375,202). 

Peiris et al. teach a method of claim 5, 10, for nucleic acid (RNA) detection comprising 
the steps of nucleic acid isolation followed by nucleic acid amplification and subsequently real 
time PCR (see col. 27, line 8-54, col. 34, line 49-64). 

With regard to claim 6, Peiris et al. teach that the nucleic acid amplification comprises 
PCR (see col.34, line 55-64). 
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With regard to claim 8, Peiris et al. teach that the nucleic acid is cDNA (see col. 34, line 

49-64). 

With regard to claim 9, 13, Peiris et al. teach that the nucleic acid is SARS coronavirus 
cDNA (see col. 27, line 8-54). 

With regard to claim 11, Peiris et al. teach that the method further comprises obtaining 
RNA from the biological sample and converting the RNA to cDNA using reverse transcriptase 
(see col. 34, line 49-64). 

With regard to claim 12, Peiris et al. teach that the steps amplification and real time PCR 
uses primers (see col. 34, line 49-64). 

With regard to claims 14-16, Peiris et al. teach that the primers and probes correspond to 
SEQ ID NO. 1 (See col. 9, line 40-54). Accordingly the claims are anticipated. 

C. Claims 5-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Peiris et al 
(US 7,267,942). 

Peiris et al. teach a method of claim 5,10, for nucleic acid (RNA) detection comprising 
the steps of nucleic acid isolation followed by nucleic acid amplification and subsequently real 
time PCR (see col. 11, line 16-47, col. 34, line 49-64). 

With regard to claim 6, Peiris et al. teach that the nucleic acid amplification comprises 
PCR (see col. 11, line 16-47). 

With regard to claim 7, Peiris et al. teach that said real time PCR uses fluorescently 
labeled probes (see col. 11, line 23-47). 

With regard to claim 8, Peiris et al. teach that the nucleic acid is cDNA (see col. 11, line 

23-30). 



Application/Control Number: 10/555,467 Page 6 

Art Unit: 1637 

With regard to claim 9, 13, Peiris et al. teach that the nucleic acid is SARS coronavirus 
cDNA (see col. 14, line 30-67). 

With regard to claim 11, Peiris et al. teach that the method further comprises obtaining 
RNA from the biological sample and converting the RNA to cDNA using reverse transcriptase 
(see col. 11, line 16-47). 

With regard to claim 12, Peiris et al. teach that the steps amplification and real time PCR 
uses primers (see coll 1, line 23-47). 

With regard to claims 14-16, Peiris et al. teach that the primers and probes correspond to 
SEQ ID NO. 1 (see col. 14, line 44-58). Accordingly the claims are anticipated. 



Conclusion 

No claims are allowable. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Suryaprabha Chunduru whose telephone number is 571-272-0783. The 
examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Suryaprabha Chunduru/ 

Primary Examiner, Art Unit 1637 



